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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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2a)K This action is FINAL. 2b)D This action is non-final. 
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Disposition of Claims 
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DETAILED ACTION 

The amendment dated 4/1 1/05 has been entered. 
Claims 1-38 are pending. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1-10, 13-17, 27, 31-34, and 37-38 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Sulosky, et al. (U.S. Patent number 5,647,641). Note that 
applicant's amendment to the preamble: "for use with a continuous mining machine 
wherein the core breaker is mediate of two cutting drums" fails to add any structure to 
the claim. See, for example, Parrott (U.S. Patent number 6,102,485) The structure of 
Sulosky could conceivably be mounted at 7 (between the drums 8). Since the preamble 
language is deemed to be an intended use or functional limitation only, the apparatus is 
still anticipated by the Sulosky reference. 

See, in particular, sheets 3 and 9 of the drawings. Sulosky shows the core 
breaker comprising a support containing at least one bore, the bore having a forward 
frustoconical wall and a rearward cylindrical waH having a groove; and an elongate 
cutting tool with shank and resilient retainer as called for in claim 1. 

Sulosky teaches the plurality of bores as called for in claim 2. 

Sulosky teaches the plurality of tools as called for in claim 3. 
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Sulosky teaches 


the 


plurality of rows (figure 5) as called for in claim 4. 


Sulosky teaches 


the 


rotatable replaceable tool as called for in claim 5. 


Sulosky teaches 


the 


hard tip as called for in claim 6. 


Sulosky teaches 


the 


tip is sharp as called for in claim 7. 


Sulosky teaches 


the 


frustoconical shoulder and wall in contact as called for in 


claim 8. 






Sulosky teaches 


the 


puller groove as called for in claim 9. 


Sulosky teaches 


the 


shank in close proximity to the bore wall as called for in 


claim 10. 






Sulosky teaches 


the 


closely adjacent as called for in claim 13. 


Sulosky teaches 


the 


contact as called for in claim 14. 



Regarding independent claim 15: 

Sulosky shows the support including the bore as called for in claim 15. 
Sulosky teaches the plurality of bores as called for in claim 16. 
Sulosky teaches the plurality of rows as called for in claim 17. 

Regarding independent claim 27: 

Sulosky teaches a support containing a plurality of bores, each of the bores 
having an axial forward frustoconical wall and a rearward cylindrical wall; the axial 
rearward wall having a groove; a rotatable cutting tool including a forward end and 
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rearward end, head and shank, shoulder, and reduced diameter portion in the shank; a 
resilient retainer and the retainer received in the groove as called for in claim 27. 

Regarding independent claim 31: 

Sulosky shows the support having at least one bore and elongate tool as called 
for in claim 31. 

Sulosky teaches the hard tip as called for in claim 32. 
Sulosky teaches the sharp tip as called for in claim 33. 
Sulosky shows the included angle as called for in claim 34. 

Regarding independent claim 37: 

Sulosky shows the support having at least one bore and elongate tool having a 
sharp tip as called for in claim 37. 

Sulosky shows the included angle as called for in claim 38. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 1 and 12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Sulosky, et al. Sulosky shows 
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cutting tools which appear to have dimensions within the claimed ratios. If it is deemed 
that the Sulosky tools do not anticipate the claimed ratios, then it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have used tools 
with the claimed ratios; since such tools are widely available. 
3. Claims 18-26, 28-30, and 35-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gerer, et al. (U.S. Patent number 6,315,365) in view of Kennametal 
"Cutting and Drilling Systems" 

Gerer teaches a earth strata cutting assembly comprising at least a pair of cutting 
drums and a core breaker mediate the drums; the core breaker comprising a support; 
an elongate cutting tool ( "parallel shank tool" 6) attached to the support. Gerer fails to 
disclose the details of the mounting of the cutting tools to the support; and thus fails to 
teach the bore, groove, and resilient retainer. 

Kennametal teaches similar cutting tools (e.g. pp 34, 35) which fit in bores with 
cylindrical and frustoconical walls and groove; and which include reduced diameter 
portion with resilient retainer. These cutting tools are common and have well known 
advantageous features: the tool is removable, and easily replaceable if broken; the 
cylindrical and frustoconical wall portions are advantageous because the frustoconical 
portion allows for easier insertion of the tool in the bore, while the cylindrical portion 
provides for shank strength; the combination of the groove, reduced diameter portion 
and resilient retainer are used to secure the tool in the bore, while allowing for easy 
removal if broken. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have made the Gerer device with bores having cylindrical and frustoconical 
walls and groove; and cutting tool with reduced diameter portion and resilient retainer as 
called for in claim 18; since this would have allowed for easy removal of the tool, if 
broken, while simultaneously allowing for easy insertion and securing the tool in 
position. 

With regards to claim 19: Gerer is silent as to whether the tool is rotatable. 
Rotatable cutting tools, such as shown by Kennametal, are well known to be 
advantageous because they wear more evenly. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to have used a rotatable tool. 

Gerer teaches the plurality of cutting tools as called for in claim 20. 

The Kennametal reference teaches the hard tip as called for in claim 21. 

The Kennametal reference teaches the contact as called for in claim 22. 

The Kennametal reference teaches the tool retained as called for in claim 23. 

The Kennametal reference teaches the contact as called for in claim 24. 

The Kennametal reference teaches the size ratios as called for in claim 25. 

The Kennametal reference teaches the size ratios as called for in claim 26. 

Regarding indenepdent claim 28: 

Gerer teaches a earth strata cutting assembly comprising at least a pair of cutting 
drums and a core breaker mediate the drums; the core breaker comprising a support; 
an elongate cutting tool ( "parallel shank tool" 6) attached to the support. Gerer fails to 
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disclose the details of the mounting of the cutting tools to the support; and thus fails to 
teach the bore, groove, and resilient retainer. Gerer also shows a single row of cutting 
tools, not a plurality of rows 

Kennametal teaches similar cutting tools (e.g. pp 34, 35) which fit in bores with 
cylindrical and frustoconical walls and groove; and which include reduced diameter 
portion with resilient retainer. These cutting tools are common and have well known 
advantageous features: the tool is removable, and easily replaceable if broken; the 
cylindrical and frustoconical wall portions are advantageous because the frustoconical 
portion allows for easier insertion of the tool in the bore, while the cylindrical portion 
provides for shank strength; the combination of the groove, reduced diameter portion 
and resilient retainer are used to secure the tool in the bore, while allowing for easy 
removal if broken. 

With regards to the plurality of rows; courts have held that mere duplication of 
parts has no patentable significance unless a new and unexpected result is produced. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have made the Gerer device with bores having cylindrical and frustoconical 
walls and groove; and cutting tool with reduced diameter portion and resilient retainer 
and to have a plurality of rows as called for in claim 28; since this would have allowed 
for easy removal of the tool, if broken, while simultaneously allowing for easy insertion 
and securing the tool in position. 

The Kennametal reference teaches the size ratios as called for in claim 29. 

The Kennametal reference teaches the size ratios as called for in claim 30. 
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Regarding independent claim 35: 

Gerer teaches a earth strata cutting assembly comprising at least a pair of cutting 
drums and a core breaker mediate the drums; the core breaker comprising a support; 
and an elongate cutting tool ( "parallel shank tool" 6) attached to the support. Gerer 
fails to disclose the details of the mounting of the cutting tools to the support; and thus 
fails to teach the bore, and rotatability. 

Kennametal teaches similar cutting tools (e.g. pp 34, 35) which are rotatable and 
fit in bores with cylindrical and frustoconical walls and groove; and which include 
reduced diameter portion with resilient retainer. These cutting tools are common and 
have well known advantageous features: the rotatability allows for even wear; the tool 
is removable, and easily replaceable if broken; the cylindrical and frustoconical wall 
portions are advantageous because the frustoconical portion allows for easier insertion 
of the tool in the bore, while the cylindrical portion provides for shank strength; the 
combination of the groove, reduced diameter portion and resilient retainer are used to 
secure the tool in the bore, while allowing for easy removal if broken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have made the Gerer device with bores and rotatable cutting tool as called 
for in claim 35; since this would have allowed for easy removal of the tool, if broken, 
while simultaneously allowing the tool to wear evenly. 

With regards to claim 36: Gerer fails to teach the details of the walls, groove, 
and resilient retainer. It would have been obvious to one of ordinary skill in the art at the 
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time of the invention to have used bores with frustoconical and cylindrical walls, groove, 
and resilient retainer as called for in claim 36, and as taught by Kennametal; in order to 
allow for easy insertion and securing the tool in position. 

Response to Arguments 

4. Applicant's arguments filed 4/1 1/05 have been fully considered but they are not 
persuasive. 

5. Regarding the rejections over the Sulosky reference: In response to applicant's 
argument that Sulosky is not directed towards a core breaker, a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) and In re Otto, 312 F.2d 937, 
939, 136 USPQ 458, 459 (CCPA 1963). 

6. Regarding the rejections over Gerer in view of Kennametal: Applicant has 
argued that Gerer suggests a stationary bit. It is noted that applicant first mentions that 
Gerer discloses: "bits 4, 5 and 6 wherein each one of these bits is different applicant 
then goes on to say that since bits 4 and 5 are stationary; 6 must be stationary as well. 
This is not at all persuasive, Gerer is silent as to whether bit 6 is stationary. It is agreed 
that Gerer does not disclose the bore for the parallel shank bit, nor the rotatability of that 
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bit; this was stated in the grounds of rejection; Kennametal teaches the rotatable bit in a 
bore, the advantages of which are well known: this type of bit is nearly ubiquitous in the 
mining industry. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 R2d 1392, 170 USPQ 209 (GCPA 
1971). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the advantages 
of rotatable bits (as recited in the grounds of rejection) are well known to those of 
ordinary skill in the art. 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Kreck whose telephone number is 571-272-7042. 
The examiner can normally be reached on M-F 5:30 am - 2:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Shackelford can be reached on 571-272-7049. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



John Kreck 
Primary Exami 
Art Unit 3673> 




JJK 



